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DETAILED ACTION 
Status of Claims 

1. Claims 1-13 are pending. 
Claims 1-13 are rejected. 



Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(aHd), which papers 
have been placed of record in the file. 



Information Disclosure Statement 
3. The infomriation disclosure statement (IDS) submitted on September 8, 2004 has been 
considered by the examiner. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1, 3 ,5, 8 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by Pati 
et al. (Tetrahedron Letters, Vol. 41, Issue 52, December 2000. pp. 10353-10356). 

Pati et al. teach preparing 5-methoxy-3,3-dimethyl-indan-1-one by oxidation of 
6-methoxy-1,1-dimethylindan with CrO^ (see second paragraph on page 10353). 



Application/Control Number: 10/506,974 Page 3 

Art Unit: 1621 

6. , Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by references XP- 
002242457, XP-002242444 and XP-002242445. 

Each of tliese references discloses a compound represented by the claimed formula (II). 

7. Claim 9 is rejected under 35 U.S.C. 102(b) as being anticipated by references XP- 
002242451 and 002242452. 

Each of these references disclose a compound represented by the claimed formula (IV). 

8. Claims 9-1 1 are rejected under 35 U.S.C. 102(a) as being anticipated by Koch et al. 
(WO 02/38537 Al). 

Koch et al. teach the compound 5,6-dimethoxy-3,3-dimethyl-1-indanon, which is useful 
for preparing indanylldene compounds, which are useful as UV-A, filters in cosmetic agents (see 
entire disclosure, in particular the abstract and example 1). 

Bringhen et al. (EP 1 000 950) teach compounds having the claimed formula IV, which 
are useful in preparing indanylldene compounds which are effective in absorbing ultra violet 
radiation and are useful in cosmetics (see entire disclosure, in particular page 2, paragraphs 
0001 to 0004; page 4, paragraphs 0014-0026; and page 8, paragraphs 0038-0044). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the Invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v, John Deere Co., 383 U.S. 1 , 148 USPQ 459 
(1966), that are applied for establishing a background for detennining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

1 1 . Claim 2 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Wood (US 
3.078,319). 

Wood teaches a process for preparing alkyl-1,1-dimethylindans by a one-step reaction of 
isoprene with a monoalkylbenzene in the presence of an acid catalyst (see entire disclosure, in 
particular column 1, line 52 to column 3, line 19). 

The claim differs from Wood by employing an alkoxy substituted benzene to prepare an 
alkoxy substituted 1 .1-dimethylindan. However, the reactions are analogous in that they are 
both related to methods of preparing 1,1-dimethylindans by reacting a substituted benzene with 
isoprene in the presence of an acid. One having ordinary skill in the art at the time the 
invention was made would have been motivated to employ the process of Wood with the 
expectation of obtaining the desired product because the artisan would have expected the 
instant reaction to proceed similarly to the reaction of Wood, despite the presence of the alkoxy 
group(s) on the instant benzene starting material. Further, once the general reaction has been 
shown to be old, the burden is on the applicant to present reason or authority for believing that a 
group on the starting compound would take part in or affect the basic reaction and thus alter the 
nature of the product or the operability of the process. See In re Neunebauer et al. (CCPA 1964) 
330 F2d 353, 141 USPQ 205 and In re Boe et ai (CCPA 1974) 505 F2d 1297, 184 USPQ 38. 

12. Claims 2, 3, 5 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Flanagan et al. (J. Org. Chem., August 1966, Vol. 31, No. 8. pp. 27-6-2718). 

Flanagan et al. teach reaction of isoprene with 1 ,2,4-trimethylbenzene in the presence of 
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concentrated sulfuric acid to give 1,1,4,6,7-pentamethylindan, which was oxidized with chromic 
oxide to give 3,3,4,5,7-pentamethyl-1-indanone (se entire disclosure, in particular reaction 
scheme I on page 2717). 

The claims differ from Flanagan et al. by employing an alkoxy substituted benzene to 
prepare an alkoxy substituted 1,1-dimethylindan. However, the reactions are analogous in that 
they are both related to methods of preparing an indan by reacting a substituted benzene with 
isoprene in the presence of an acid followed by oxidation of the indan to the con^esponding 
indanone. One having ordinary skill in the art at the time the invention was made would have 
been motivated to employ the process of Flanagan et al. with the expectation of obtaining the 
desired product because the artisan would have expected the instant reactions to proceed 
similarly to the reactions of Flanagan et al. , despite the presence of the alkoxy group(s) on the 
instant benzene starting material. Further, once the general reaction has been shown to be old, 
the burden is on the applicant to present reason or authority for believing that a group on the 
starting compound would take part in or affect the basic reaction and thus alter the nature of the 
product or the operability of the process. See In re Neunebauer et al. (CCPA 1 964) 330 F2d 
353, 141 USPQ 205 and In re Boe et al. (CCPA 1974) 505 F2d 1297. 184 USPQ 38. 
13. Claims 3-7, 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pati et al. (Tetrahedron Letters, Vol. 41, Issue 52, December 2000, pp. 10353-10356) in view of 
Murahashi et al. (US 5,426.237), Adchemco Corp. (JP 2001247505 A). Idel et al. (4,487,698), 
Matlock et al. (US 4,277.318). Alsters et al. (US 6,355.842 B1) and Ishii et al. (US 
2003/0013603 Al). 

Pati et al. teach the invention as described above, but fail to teach the use of oxygen as 
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the oxidizing agent and its use in the presence of the metals as disclosed in claim 5, the n- 
hydroxy-imide as disclosed in claims 6 and 12, or a phase transfer catalyst as disclosed in 
claims 7 and 13. 

Murahashi et al. teach a process for the oxidation of benzene derivatives, such as indan, 
to obtain the corresponding alcohols, such as indanol, and ketones, such as indanone (see 
entire document, in particular column 2, lines 42-68; column 6, line 60 to column 8, line 58; and 
Table 22). The oxidation takes place in the presence of a transition metal (see column 7, lines 
12-48). The oxygen can be pure oxygen or air (see column 8, lines 25-34). 

Adchemco Corp. teaches preparation of 1-indanones by oxidation of the corresponding 
indans with oxygen or oxygen containing gas in the presence of a transition metal-bromine type 
catalyst (see attached DenA/ent abstract, as well as paragraphs 0005-0031 of the detailed 
description of the computer generated English translation). 

Idel et al. disclose that onium salts in general, and quaternary ammonium salts and 
phosphonium salts in particular, are used as highly active phase-transfer catalysts (see column 
1, lines 1 1-40). It is disclosed that oxidation reactions may be considerably accelerated by 
means of phase-transfer catalysis. 

Matlock et al. teach a method of electrochemically oxidizing benzylic methylene groups, 
such as indan, to the corresponding ketone in the presence of a phase transfer catalyst (see 
entire disclosure, in particular column 1, line 50 to column 2, line 43). 

Alsters et al. teach oxidation reactions using oxygen as the oxidizing agent in the 
presence of a catalyst system comprising an imide compound and a cocatalyst containing one 
or more elements from the group consisting of transition metals and of the 2A and 3A elements 
of the Periodic Table (see entire disclosure, in particular column 1, line 20 to column 3, line 67). 
Examples of compounds to be oxidized include indanes (see column 2, lines 19 and 20). 
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Ishii et al. teach a catalyst system comprising an imide and a promoter/cocatalyst (see 
entire disclosure, in particular paragraph 0028 to paragraph 0064). The promoter/cocatalyst 
may be selected from metallic elements of Groups 2 to 15 of the Periodic Table of Elements or 
onium salts (see paragraphs 0053, 0057 and 0060). The catalyst is used in a reaction between 
a compound capable of forming a radical (A) and a radical scavenging compound (B) [see 
paragraph 0023]. Suitable (A) compounds include indan (see paragraph 0096). Suitable B 
compounds include molecular oxygen (see paragraph 0120). 

One having ordinary skill in the art at the time the invention was made would have found 
it obvious to utilize the oxidation methods of Murahashi et al., Adchemco Corp., Idel et al., 
Matlock et al., Alsters et al. or Ishii et al. as alternative oxidation methods to the oxidation 
method disclosed by Pati et al. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Theimer (US 3,681 ,464) teaches a process for preparing an Indanone by oxidation 
using an oxygen-metallic catalyst system (see entire disclosure, in particular column 3). The 
oxygen can either be pure or in admixture with an inert diluent such as nitrogen or the like. The 
catalyst is preferably a metal such as silver. Copper can also be used. 

15. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Rosalynd Keys whose telephone number Is 571-272-0639. The examiner 
can nonmally be reached on M-W & F 4-1 0pm; H 5:30am-5pm; Sat 8am-1pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on 571-272-0646. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Infomiation regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status infonnation for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Rosalyna Keys 
Primary Examiner 
Art Unit 1621 
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